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DETAILED ACTION 

Response to Amendment 

Amendment received on 3/09/2007 is acknowledged and entered. Claims 14-19 
have been canceled. Claim 12 has been amended. Claims 1-13 are currently pending in 
the application. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 13 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

As per Claim 13, the preamble of the claim is directed to a "method of simulating 
relation", while the body of the claim does not recite this feature, which is confusing. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351 (a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21 (2) of such treaty in the English language. 

Claims 1-10 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Rothman et al. (US 6,505,168). 

Rothman et al. (Rothman) teaches a promotion method, system and computer- 
readable recording medium having instructions embedded therein for performing said 
method, comprising: 
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Claim 4. Said system, comprising: 

a storing device storing a plurality of membership qualification tables of a plurality 
of services in a membership qualification system, each of the plurality of membership 
qualification tables including qualification criterion information for qualifying membership 
of a corresponding service (Fig. 4; items 22 and 24), and defining a prescribed service 
of which a user ought to be a member to have a membership qualification for the 
corresponding service, and identification information of a first service of the plurality of 
services being included by qualification criterion information for qualifying membership 
of a second service of the plurality of services for indicating the prescribed service (C. 
10, L 21-33); 

a receiving device receiving information of a user for whom membership 
qualification is performed (Fig. 4; items 28); 

a first determining device (preference engine 20) determining, in response to the 
information of the user, whether the user is utilizing the first service when the user 
wants to become a member of the second service, and 

second determining device (match engine 30) determining that the user has a 
membership qualification for the second service by referring to the membership 
qualification table (32) of the second service and checking that the identification 
information of the first service is included in the qualification criterion information of the 
second service when the user is utilizing the first service (C. 10, L. 35-39). 

Claim 1. Said system, wherein said storing device stores a plurality of service 
tables of the services, each of which includes a membership condition of a 
corresponding service, wherein said receiving device receives from the user a request 
to present an available membership service for the user (C. 4, L7-8), and wherein said 
processing system further comprises: 

a selecting device extracting, from among the plurality of service tables, a first 
membership condition from a service table of a current service of which the user has 
become a member and a second membership condition from at least one service table 
of at least one other service of which the user has not become a member in response to 
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the request, comparing the first and second membership conditions, and selecting an 
eligible service of which the user can become a member, and a presenting device 
presenting information to the user about the eligible service of which the user can 
become a member (C. 10, L 28-55). 

Claim 2. Said system, wherein when the user is a member of at least two 
services, said selecting device totals membership conditions of the at least two services 
using an AND operation and compares a totaled membership condition with the second 
membership condition of the service of which the user has not become a member 
(evaluating eligibility of the shopper by comparing shopper's criteria against promotion 
table criteria) (C. 10, L. 21-39). 

Claim 3. Said system, comprising a registering device registering common 
certificate information (matching condition) that is in common with the at least two 
services, wherein said receiving device receives certificate information (identity) of the 
user, and wherein, when the certificate information of the user corresponds to the 
common certificate information said selecting device obtains the membership conditions 
of the at least two services based on the certificate information of the user (C. 10, L. 21- 
39). 

Claim 5. Said system, comprising a registering device registering certificate 
information for a service that the user is utilizing, wherein said receiving device receives 
identification information of the certificate information of the user, and wherein when the 
identification information corresponds to the registered certificate information, said first 
determining device obtains information about the service that the user is utilizing based 
on the identification information and determines whether or not the user is utilizing the 
first service (C. 10, L. 21-39). 
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Claim 6. Said system, comprising: 

a storing device storing a plurality of service tables of a plurality of existing 
services in a membership qualification system, each of the plurality of service tables 
including a membership condition of a corresponding service of the plurality of existing 
services (Fig. 4; items 22 and 24); 

a designating device designating a new membership condition (Fig. 4; item 14); 
a simulating device (Fig. 4; item 30) comparing each membership condition of the 
service tables of the existing services with the new membership condition, adding 
information of users who are members of an existing service to a member count table 
when the new membership condition satisfies an old membership condition of the 
existing service, and obtaining new member information about a number of users who 
can become members of another service corresponding to the new membership 
condition by counting a number of pieces of information contained in the member count 
table (evaluating eligibility of the shopper by comparing shopper's criteria against 
promotion table criteria) and outputting the new member information (C. 10, L. 21-39). 

Claim 7. Said system, comprising: 

a registering device registering a plurality of pieces of certificate information of 
the plurality of users who are utilizing the existing services (identifying are shoppers 
members), wherein said simulating device adds certificate information of the users who 
are the members of the existing service to the member count table when the new 
membership condition satisfies the old membership condition of the existing service, 
counts a number of the pieces of certificate information contained in the member count 
table, and obtains the number of users who can become the members of the other 
service corresponding to the new membership condition (evaluating eligibility of the 
shopper by comparing shopper's criteria against promotion table criteria) (C. 10, L. 21- 
39). 

Claim 9. Said computer-readable recording medium on which at least one 
program for a computer is recorded, said program comprising: 
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receiving information of a user for whom membership qualification is performed (C. 10, 
L. 21-33); 

determining whether the user is utilizing a first service in a membership 
qualification system using membership qualification tables of services, each of the 
membership qualification tables including qualification criterion information for qualifying 
membership of a corresponding service and defining a prescribed service of which a 
user ought to be a member to have a membership qualification for the corresponding 

service, when the user wants to become a member of a second service in the 

I 

membership qualification system based on the identification information of the first 
service included in the qualification criterion information for qualifying membership of 
the second service and 

determining that the user has a membership qualification for the second service 
by referring to the membership qualification table of the second service and checking 
that the identification information of the first service is included in the qualification 
criterion information of the second service when the user is utilizing the first service (C. 
10, L 21-39). 

Claim 8. Said system, wherein by said receiving the computer receives from the 
user a request to present an available membership service for the user, and wherein 
said method further comprises: 

extracting, in response to the request, from among a plurality of service tables of 
the services, each of which includes a first membership condition of a current service of 
which the user has become a member, and a second membership condition from at 
least one service table of at least one other service of which the user has not become a 
member (C. 10, L. 21-39); 

comparing the first and second membership conditions (Fig. 4; item 30); 

selecting an eligible service of which the user can become a member, and 
presenting information to the user about the eligible service of which the user can 
become a member (C. 10, L. 21-39). 
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Claim 10. Said computer-readable recording medium on which at least one 
program for a computer is recorded, said at least one program causing the computer to 
perform: 

storing service tables of existing services, each of the service tables including a 
membership condition of a corresponding service of the existing services (Fig. 4; C. 10, 
L 21-33); 

designating a new membership condition (Fig. 4; item 16); 

comparing each membership condition of the service tables of the existing 

services in a membership qualification system with the new membership 

condition (Fig. 4; item 30); 

adding information of users who are members of an existing service to a member 
count table when the new membership condition satisfies an old membership 

condition of the existing service (Fig. 4; item 30); 

obtaining new member information about a number of users who can become 

members of another service corresponding to the new membership condition by 

counting a number of pieces of information contained in the member count table (C. 10, 

L 21-33); 

outputting the new member information (Fig. 4). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rothman et al. 

Claim 12. Rothman teaches said method, comprising: 
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referencing the qualification criterion information for qualifying membership of a 
first service in a membership qualification system using membership qualification tables 
of services, each of the membership qualification tables including qualification criterion 
information for qualifying membership of a corresponding service and defining a 
prescribed service of which a user ought to be a member to have a membership 
qualification for the corresponding service, when a user wants to become a member of 
the first service (C. 10, L. 21-33); 

receiving information of a user for whom membership qualification is performed 
determining, in response to the information of the user, whether the user is 
utilizing a second service in the membership qualification system based on the 
identification information of the second service included in the qualification criterion 
information (C. 10, L. 21-33); 

determining that the user has a membership qualification for the first service by 
referring to the membership qualification table of the first service and checking that the 
identification information of the second service is included in the qualification criterion 
information of the first service when the user is utilizing the second service (C. 10, L. 21- 
33); 

presenting a qualification result (C. 10, L. 21-33). 

Rothman does not explicitly teach that said presenting step includes displaying a 
qualification result on a screen. 

However, Rothman teaches that said method is implemented on a computer, 
thereby suggesting said feature. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Rothman to include that said presenting step 
includes displaying a qualification result on a screen, because it would advantageously 
allow to avoid using paper in the process. 



Claim 11. Said method as set forth in claim 12, wherein said storing includes 
storing a plurality of service tables of the services, each of the service tables 



Application/Control Number: 09/749,720 . Page 9 

Art Unit: 3628 

including a membership condition of a corresponding service (Fig. 4), wherein said 
receiving includes receiving from the user a request to present an available membership 
service for the user (C. 4; L. 7-8), wherein said processing method further comprises: 

extracting, in response to the request, from among the plurality of service 
tables, a first membership condition from a service table of a current service of which 
the user has become a member and a second membership condition from at least one 
service table of at least one other service of which the user has not become a member 
(Fig. 4); 

comparing the first and second membership conditions (Fig. 4; item 30); 

selecting an eligible service of which the user can become a member, and 
wherein said displaying includes displaying information about the eligible service 
of which the user can become a member on the screen (C. 10, L. 21-39). 

Claim 13. Said method, comprising: 

storing service tables of existing services, each of the service tables including a 
membership condition of a corresponding service of the existing services (Fig. 4; item 
24); 

designating a new membership condition (Fig. 4; item 16); 

comparing each membership condition of the service tables of the existing 
services in a membership qualification system with the new membership condition (Fig. 
4; item 30); 

adding information of users who are members of an existing service to a member 
count table when the new membership condition satisfies an old membership condition 
of the existing service (Fig. 4; item 32); 

obtaining new member information of a number of users that can become 
members of another service corresponding to the new membership condition by 
counting a number of pieces of information contained in the member count table (C. 10, 
L. 21-39); 

presenting a qualification result (C. 10, L. 21-39). 
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Rothman does not explicitly teach that said presenting step includes displaying a 
qualification result on a screen. 

However, Rothman teaches that said method is implemented on a computer. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Rothman to include that said presenting step 
includes displaying a qualification result on a screen, because it would advantageously 
allow to avoid using paper in the process. 

I 

Response to Arguments 

Applicant's arguments filed 3/09/2007 have been fully considered but they are 
not persuasive. 

In response to applicant's argument that it is not understood why the operations 
recited in the body of claim 13 are not considered to, constitute "simulating relation 
between a membership condition for a service and a number of users", it is noted that 
the recited method steps of: "storing service tables ... including a membership condition 
of a corresponding service of the existing services"; "designating a new membership 
condition"; "obtaining new member information of a number of users that can be 
become members of another service corresponding to the new membership condition ... 
and displaying the new member information" do not include the "simulating" feature. The 
recited method steps comprise merely storing data, receiving data, and displaying data, 
without any recitation of imitative representation of a system or method by means of the 
functioning of another system or process, including a computer. 



In response to applicants argument that the prior art fails to disclose 
"membership qualification" feature, it is noted that Rothman et al. discloses a computer- 
implemented system and method wherein the user is awarded with a second service if it 
is determined that the user is qualified to receive the second service. Specifically, 
Rothman et al. discloses storing customer information including previous credit card 
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transactions and customer profiles, and determining based on said stored information 
whether the customer is qualified for the second service by referring to the matching 
table (Fig. 4, C. 10, L. 21-39). While Rothman et al. does not employ the specific 
terminology (including the words "membership" and "qualification"), the arrangement 
disclosed in Rothman et al. reads on the claims of the current application. 

The remaining applicant's arguments essentially repeat the arguments presented 
above; therefore, the responses presented by the examiner above are equally 
applicable to the remaining applicant's arguments. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Igor Borissov whose telephone number is 571-272- 
6801 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Hayes can be reached on 571-272-6708. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
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information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



IGOR N. BORISSOV 



5/21/2007 




